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Trademar k Judges.

Opinion by Walters, Adm nistrative Trademark Judge:

1- 800 CONTACTS, INC. has filed an application to
regi ster the mark 1800CONTACTS' for “mail order and
t el ephone order services in the field of contact | enses

and rel ated products, and electronic retailing services

! The mark in the drawing for this application does not have any spaces
bet ween the nunbers or letters. However, the applicant’s nanme is

1- 800 CONTACTS and references by third parties to applicant and/or to
its mark often enpl oy spaces and/or dashes (e.g., 1-800-CONTACTS or

1 800 CONTACTS). The exanples of use of the mark by applicant in the
record generally use colors and shapes to distinguish the conponents of
the mark. When quoting third parties in this opinion, we have nerely
transcribed the mark as written in the quoted materi al
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via conmputer featuring contact | enses and rel ated

products.”?

The application as filed included a cl ai m of
acquired distinctiveness, under Section 2(f) of the
Trademark Act, 15 U.S.C. 1052(f), based on a declaration
by applicant’s chief financial officer alleging extensive
advertising and consuner recognition. In support of its
clai mof acquired distinctiveness, applicant subsequently
subm tted additional affidavits and evi dence, including a
survey.

The Trademark Exam ning Attorney has issued a final
refusal to register, under Section 2(e)(1l) of the
Trademark Act, 15 U.S.C. 1052(e)(1), on the ground that
the termwhich is the subject of this application is
generic and, alternatively, that the termis nerely
descriptive of applicant’s services and applicant has not
made an adequate showi ng of acquired distinctiveness.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, and an oral hearing

was hel d.

Generi cness

The Exam ning Attorney contends that 1800CONTACTS is

generic because it “consists of a generic term conbi ned

2Serial No. 75/746,706, in International Class 35, filed Jul y 8, 1999,
based on use of the mark in comrerce, alleging first use and use in
commerce as of July 1995.
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with a toll-free tel ephone area code which has no source
i ndicating significance”; that the category of services

i nvol ved is tel ephone ordering services featuring contact
| enses; and that the relevant public will clearly
understand the termto refer to these services.
Alternatively, the Exam ning Attorney contends that
applicant’s showi ng of acquired distinctiveness is

i nadequate. However, he does not specify his reasons for
this conclusion other than by reiterating his concl usion
that the termis generic.?

Applicant contends that 1800CONTACTS is not generic,
arguing that the genus of its services is “shop-at-hone
retail services for contact lenses”; that its mark nust
be considered as a whole; and that its “evidence in the
form of consunmer surveys, newspaper articles, and other
publications ...establishes that consuners perceive
1800CONTACTS as a mark rather than as a generic term”

Wth respect to genericness, the Ofice has the
burden of proving genericness by “clear evidence”

t her eof . Inre Merrill, Lynch, Pierce, Fenner & Smth,
I nc., 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Cir.

1987). The critical issue in genericness cases is




Serial No. 75/746, 706

whet her menbers of the relevant public primarily use or
understand the term sought to be registered to refer to
t he category or class of goods in question. 1In re
Wonen’ s Publishing Co. Inc., 23 USPQd 1876, 1877 (TTAB
1992). CQur primary review ng court has set forth a two-
step inquiry to determ ne whether a mark i s generic:
First, what is the category or class of goods or services
at issue? Second, is the term sought to be registered
understood by the relevant public primarily to refer to
t hat category or class of goods or services? H Marvin
G nn Corporation v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed. Cir.
1986) .

The Exam ning Attorney and applicant di sagree about
the significance herein of the Federal Circuit’s decision
inlnre Dial-A-Mattress Operating Corp., 240 F.3'% 1341,
57 USPQ2d 1807 (Fed. Cir. 2001).

The Exam ning Attorney argues that the case before
us may be distinguished fromDial-A-Mattress on its
facts. The Exam ning Attorney contends that in this
case, the “800 [tel ephone] prefix is clearly the nobst

famous and wi dely recognized toll-free area code,”

® Because it is an alternative argument, an Exanining Attorney making a
refusal on the ground that a termis generic should al so address an
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whereas “the nore recently introduced and | ess wi dely
recogni zed 888" tel ephone prefix was the subject of the

Dial-A Mattress case. He nade the foll owi ng additi onal
argument s:

The present case is also distinguishable from
Di al - A-Mattress because the term Matress
conbined with the toll-free area code was

m sspelled in creating the mark. The

m sspelling of the term produced a mark with an
entirely different conmercial inpression than
that created by the mark in this case.

...[Rlegistration of a mark conprised of a

generic toll-free area code and a generic term

woul d preclude conmpetitors fromregistration of

mar ks conpri sed of the sane generic termand a

different toll-free area code. ... Consuners

exposed to 1800CONTACTS, 1888CONTACTS, or

1877CONTACTS woul d never attribute trademark

significance to the toll-free exchanges and

woul d be forced to rely upon the generic term

Applicant argues that the Federal Circuit’s Dial-A-
Mattress decision “abolishes what was, in effect, a per
se rul e against registration of marks that included the
“*1-800" elenment and a generic term” Applicant contends
that this case falls squarely within the facts and
decision of Dial-A-Mattress; that the Exam ning Attorney

has applied the traditional two-part test in Marvin G nn

to the separate elenents of its mark, rather than to the

mar k as a whol e; and that the evidence establishes that

al l egation of acquired distinctiveness on its merits.
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consuners perceive of 1800CONTACTS as a mark rather than
as a generic term

In Dial-A-Mattress, the Court concluded that the

Board had erred in finding the term 1-888-MA-T-R-E-S-S
generic for telephone shop-at-home retail services in the
field of mattresses; that the termis nmerely descriptive
in connection with the identified services; and that

evi dence of applicant’s prior registrations is sufficient
to establish acquired distinctiveness.

The Court stated the foll ow ng:

Here, there is no dispute that the genus is

t el ephone shop-at-hone services for retai

mattresses. Nor does Dial-A-Mattress contest

the follow ng evidence and | egal concl usions

offered by the Director: (1) the area code

desi gnation (888) in the proposed mark by itself

is devoid of source-indicating significance; (2)

“matress” is the legal “equivalent” of the word

“mattress”; and (3) the word “mattress” standing

alone is generic for retail services in the

field of mattresses.

However, the Court found that the Board erred by
applying to this case the test established in In re Gould
Paper Corp., 834 F.2d 1017, 5 USPQ2d 1110 (Fed. Cir.

1987) [conpound term SCREENW PE, forned by the union of
two generic terns is generic if the conmpound term has the

sanme neani ng common usage woul d ascribe to the individual

words]. The Court in Dial-A-Mattress reasoned that the

term1-888-MA-T-R-E-S-S is not |ike a conmpound word



Serial No. 75/746, 706

rather it is analogous to the phrase involved in In re
Anerican Fertility Society, 188 F.3'® 1341, 51 USPQ2d 1832
(Fed. Cir. 1999) [genericness determ nati on nust be based
on the neaning as a whole of the phrase SOCI ETY FOR
REPRODUCTI VE MEDI CI NE, not based only on definitions and
generic uses of the constituent terns of the mark].

Thus, applying the test established in American Fertility
Society, the Court concluded that “[t] he Director nust
produce evidence of the neaning the rel evant purchasing
public accords the proposed mmenonic mark ‘as a whole.’”
In this regard, the Court stated the follow ng:

Anal yzing the “1-888-MA-T-R-E-S-S,” mark as a
whol e, substantial evidence does not support the
conclusion that the mark is generic. There is
no record evidence that the relevant public
refers to the class of shop-at-hone tel ephone
mattress retailers as “1-888-MA-T-R-E-S-S.”
“Tel ephone shop-at-home mattresses” or
“mattresses by phone” would be nore apt generic
descriptions. Like the title “Fire Chief” for a
magazine in the field of fire fighting, a phone
nunber is not literally a genus or class nane,
but is at nost descriptive of the class.

Mor eover, |like the term “cash managenent
account,” “1-888-MA-T-R-E-S-S” does not

“i nmedi at el y and unequi vocal l y” describe the
service at issue. (Citations omtted.)

Not wi t hst andi ng t he Exam ning Attorney’s argunents
to the contrary, the case before us is legally and

factually identical in all relevant aspects to the Dial-

A-Mattress case. Therefore, having reviewed the evidence
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of record, we find that the Exam ning Attorney has failed
to establish that the “phrase” 1800CONTACTS, as a whol e,
is generic for the identified services. However, as in
the Dial-A-Mattress case, it is nerely descriptive
t hereof because it immedi ately conveys the inpression
that a service relating to contact |enses is avail able by
calling the tel ephone nunber.
Acqui red Distinctiveness
Havi ng determ ned that 1800CONTACTS is not generic,
we now address the question of whether applicant has
establ i shed that 1800CONTACTS has acquired
di stinctiveness.
Rel evant to this question, applicant submtted the
foll owi ng evi dence:
Decl arati on dated June 25, 1999 of Scott Tanner,
applicant’s chief financial officer, attesting to use
of the mark in connection with the services since July
1995; to advertising expenses since first use of “over
$33 million”; to the nature of its national advertising
since June 1998; that since June 1998, half of its
adverti si ng budget has been spent on tel evision
advertising; and to sales totaling “nearly $100

mllion.”
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Decl aration dated January 11, 2001 of R Joe Zeidner,
applicant’s general counsel, attesting to the sanme
facts recited in M. Tanner’s declaration and addi ng
that sales now total nearly $300 mllion; and that
sal es reached nearly $90 mllion in 1999 al one.
Evi dence showi ng use of the mark in advertising and on
packagi ng; and evidence of articles excerpted fromthe
LEXI S/ NEXI S dat abase that discuss applicant’s business.
Survey conducted for applicant by Market Facts, Inc. in
Mar ch- April 2000 (di scussed bel ow).
Survey conducted for applicant by Thomas D. Dupont of
D’ Research, dated January 2001 (discussed bel ow).
The survey conducted by Market Facts, Inc. consisted
of random zed tel ephone interviews with 1,000
i ndi viduals. Survey respondents were asked whet her they
wear contact |enses; what conpanies they have seen or
heard of that sell contact |enses by mail or on the
| nternet (unaided recall); whether they had heard of
i sted conpani es, including applicant (aided recall);
and, if they wear contact |enses and purchased their | ast
pair of contact |enses by mail or Internet, from whomdid
t hey make that purchase. Detailed information about the
survey results and net hodol ogy was not submtted. The

sunmary of the survey results stated that, “anong the
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representative sanple of contact | ens wearers, 1-800
Contacts measured 20. 8% unai ded awar eness, 40.2% ai ded
awar eness and 61. 0% total awareness.” \While nore

i nformation concerning the survey nethodol ogy and results
woul d have increased the evidentiary value of the survey
herein, we find it to be probative of the issue of

acqui red distinctiveness.

The survey conducted by Dr. Dupont was a “national
doubl e blind tel ephone survey” anmong 326 nen and wonen,
ages 18 and over, who wear contact |enses (the analytical
sanple, i.e., those who understood the difference between
a comon nanme and a brand name, was 301). The stated
goal of the survey is “to determ ne whether consuners
perceive ‘1 800 CONTACTS as a brand name or as a generic

name. The stated result is “that nearly three quarters
of respondents (74.49 perceived that ‘1 800 CONTACTS is
a brand name, and that only 19.3% t hought it is a conmon
nanme. ”

Dr. Dupont’s report describes the survey, in part,

as foll ows:

Survey respondents were given the follow ng
i nstructions:

In this survey |I’mgoing to ask you about sone
names and ask you to tell me whether you think
t hey are brand nanmes or conmmon nanmes. For
exanpl e:

10
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For a business that sells gasoline, SHELL
woul d be a brand name and SERVI CE STATI ON
woul d be a common nane.

They were then asked the sanme question for each

of seven nanes. The question for “1 800

CONTACTS,” which illustrates the formof the

guestion, was:

For a business that sells CONTACT LENSES,
woul d you say 1 800 CONTACTS is a brand
name or a conmmon name?

This survey is clearly directed to our initial
guestion of whether 1800CONTACTS is generic in connection
with the identified services. Because we have determ ned
t hat 1800CONTACTS is not generic, it is not necessary for
us to evaluate the effectiveness of this survey for its
stated purpose. Further, we find that the survey is not
probative of the issue of acquired distinctiveness. It
does not address the question of whether rel evant
consuners are aware of the phrase as an existing
trademark for applicant’s services in particular.

However, considering the evidence in the record that
is probative of acquired distinctiveness, we find that
applicant has established that 1800CONTACTS has acquired
di stinctiveness as applicant’s trademark for the
identified services. At the tinme applicant submtted its
decl aration by M. Tanner, applicant’s mark had been in

use for nore than five years; the dollar sales stated in

M. Tanner’'s declaration, particularly the recent sales,

11
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are significant; and the advertising figures are
significant. Evidence of advertising shows applicant’s
cl ear use and promotion of the phrase as a trademark and
t he Market Facts survey shows consumer awareness. The
ot her evidence of record supports this concl usion.

Deci sion: The refusal under Section 2(e)(1l) of the
Act on the ground that the mark is generic is reversed.
The refusal under Section 2(e)(1l) of the Act on the
ground that this merely descriptive mark has not acquired
di stinctiveness is reversed. The application will be
forwarded for publication of the mark for opposition in

due course.



